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Allow me to express my appreciation for the honor to be included on this Advisory 
Board.   I look forward to the possibility of providing a contribution in the form of comparisons 
and contrasts with U.S. and international intellectual property law.  

 The materials distributed with the notice of today’s meeting reflect an interest in the 
development of standards, guidelines and definitions in connection with unfair competition.  The 
substance of my contribution to this discussion will be to inquire, based on the comparisons and 
contrasts to U.S. law discussed below, whether it is in the Court’s interest, and for that matter, 
whether the Court has the responsibility, to formulate definitions of any terms appearing in any 
legislation.  In U.S. practice, the lawyers for the parties have the responsibility to educate the 
court in the context of every case, they are well paid for doing so, and a court has wide  power 
to require as much argument and analysis of a particular statutory definition as may be required 
to fully educate the court on the interpretation of that definition. 

 This Court is embarking upon uncharted territory in the development of an intellectual 
property regime within a judiciary system that is going through its own uncharted territory.  It is 
appropriate for the Court, therefore, and for the members of the Advisory Board, including 
myself, to advocate policies and measures in the interest of the Court as a representative of the 
judicial branch of the government, constitutionally speaking, vis-à-vis the legislative and 
executive branches of the government. 

In the United States, the development of standards, guidelines and definitions is a power 
ordinarily exercised by Congress in the first instance and, secondarily, by administrative 
agencies in the executive branch who implement and administer the laws passed by Congress.  
To an American judge, therefore, the question might arise whether the effort to discharge a 
function that is not only (1) very difficult, but (2) primarily committed to the constitutional power 
of the two other branches of government, is the best way to preserve and develop the judicial 
power in the context of the many constitutional checks and balances which the Court is already 
required to contend. 

Moreover, the judicial power is not only protected, but is limited, by the separation of 
powers under the American constitution.  In U.S. intellectual property law, there is not much 
need for a definition of unfair commercial “conduct” that goes beyond the definition of unfair 
“competition,” because U.S. courts are constitutionally prohibited from hearing cases in which 
the plaintiff fails to allege an “injury in fact,” and the absence of competition between the parties 
usually rules out the likelihood of an “injury in fact.” 
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The ability of a plaintiff to allege an “injury in fact” under U.S. law is called “standing.”  
Standing represents a fundamental limitation of judicial power under the separation of powers in 
the U.S. constitution.  In other words, the court cannot exercise jurisdiction unless there is a 
“case or controversy” between the parties. 

The issue of standing is at the heart of STOLICHNAYA vodka trademark case in the 
United States, which is worth a brief discussion here because of its importance as a matter of 
international law.  The decision of U.S. court in the STOLICHNAYA vodka trademark case, 
unless it is overruled by the U.S. Supreme Court, will foreclose or impede an entire class of 
Russian commercial enterprises from access to the U.S. courts.   

In Federal Treasury Enterprise Sojuzplodoimport v. SPI Spirits Ltd., 726 F. 3d 62 (2d Cir. 
2013), the U.S. Court of Appeals for the Second Circuit affirmed an order of the U.S. District 
Court for the Southern District of New York, that dismissed the trademark infringement claim of 
a Russian federal treasury enterprise asserting the Russian government’s ownership of U.S. 
rights in the famous STOLICHNAYA brand.  Ownership of the Russian trademark by the 
Russian Federation was undisputed, as was the fact that the Russian Federation had 
designated the plaintiff as its assignee and legal representative for all purposes material to 
protection and enforcement of the trademark.   

Notwithstanding designation of the Russian plaintiff by the Russian Federation as the 
assignee and legal representative of the Russian Federation for all purposes relevant to 
protection and enforcement of the STOLICHNAYA trademark, the lower courts in Federal 
Treasury Enterprise held that the plaintiff lacked standing because the Russian Federation, as 
owner of the trademark, did not join the plaintiff in the lawsuit.  The lower courts rejected the 
position of the plaintiff, and that of the Russian Federation appearing as amicus curiae, that the 
juridical status of the plaintiff as the assignee and legal representative of the Russian Federation 
under the Russian law of “operative administration” should be recognized by the U.S. courts as 
a matter of international law and comity.  

The lower courts in the STOLICHNAYA vodka trademark case were not persuaded  that 
forcing the Russian Federation to appear as a party plaintiff would require the Russian 
Federation to usurp the exclusive rights of the plaintiff in violation of Russian law, or that the 
artificial interpretation of the plaintiff’s juridical status would drag the Russian Federation into 
every U.S. court case involving Russian state-owned property assigned to a commercial 
enterprise under the Russian law of operative administration.   By implication, the lower courts’ 
holdings in the STOLICHNAYA vodka trademark case would foreclose every Russian 
commercial enterprise with exclusive rights in state-owned property from asserting such rights in 
the U .S. courts, even where that enterprise is the assignee and legal representative of the 
Russian Federation for all purposes relating to such property. 

The holding in Federal Treasury Enterprise raises significant issues as a matter of 
international law, and the Russian plaintiff has filed a petition for review at the U.S. Supreme 
Court.  While U.S. law undoubtedly governs the interpretation of the U.S. trademark law, it is 
difficult to understand the basis for the lower courts’ holding that the plaintiff’s interest in the 
STOLICHNAYA trademark lacked the necessary exclusivity to qualify the plaintiff as an 
assignee and legal representative of the trademark owner under Section 45 of the Lanham Act, 
15 U.S.C. § 1127.  It appears instead that the lower courts failed to account for the exclusivity of 
the plaintiff’s interest in the mark under Russian law, or the fact that the Russian Federation 
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lacked the statutory authority under Russian law to usurp that exclusive interest by appearing on 
its own behalf in a United States court. 

Where, then, is the connection between the STOLICHNAYA vodka trademark case in 
the United States, and the development of standards, guidelines and definitions for application 
in the law of unfair competition?  The connection is to the scope of the judicial power, the need 
for the exercise of that power where it exists, and, by implication, the need – and the opportunity
– to refrain from the exercise of the judicial power where doing so is not necessarily 
unconstitutional, but where the particular function, e.g., the development of standards, 
guidelines and definitions, is peculiarly within the competence of the legislative and executive 
branches, where the judicial branch is inherently less equipped to formulate such definitions 
than its constitutional counterparts. 

In the STOLICHNAYA vodka trademark case, the lower courts failed to exercise the 
judicial power by artificially interpreting the juridical status of the Russian plaintiff, whereas in the 
present context the Court may wish to refrain from exercising a legislative and executive power.  
The Court may wish to exercise restraint in the development of standards, guidelines and 
particularly definitions, not just in the field of unfair competition, but in statutory and regulatory 
interpretation in general.  The exercise of the judicial power in this area, as a matter of policy, 
could bring a court into complicated and unwanted interactions with the other branches of 
government.  Conversely, to refrain from the exercise of inherently legislative and executive 
functions on a playing field that is inherently tilted against the judicial power, where exercise of 
the judicial power is unnecessary to begin with because attorneys for the parties in a particular 
can be relied upon to educate the court about the application of legislative and regulatory 
definitions in a particular case, could have a beneficial impact on the preservation and 
development of the judicial power. 

In connection with the law of unfair competition, I do not fully understand why there is a 
need to define unfair “conduct” in a manner that is broader than unfair “competition.”  I 
understand that there is an array of conduct that could violate the antimonopoly law, but if the 
defendant is not engaged in any kind of competition with the plaintiff, then it may be 
questionable whether the plaintiff can establish standing beyond the extent that is envisioned in 
the intellectual property law.  If there is a patent infringement, in contrast, or a likelihood of 
confusion from use of the same or similar trademark, or the unauthorized reproduction of 
copyrighted material, then the intellectual property laws provide a remedy regardless of whether 
there is competition between the parties.  And if the defendant has engaged in unfair “conduct” 
that may be wrongful but not anti-competitive nature, for example, libel and defamation, 
trespass, assault and battery, or an array of civil and criminal acts that would give rise to a 
cause of action, then the plaintiff’s remedy would arise under federal and state laws outside the 
scope of unfair competition within the meaning of the intellectual property law.  In any event, the 
distinction between unfair “competition” and unfair “conduct is unfamiliar to this U.S. lawyer, so I 
look forward to a better understanding of this issue going forward. 

State Law vs. Federal Law on Unfair Competition.  In addition to the separation of 
powers within the federal government, the separation of power between the federal government 
and the state government is implicated in the area of unfair competition in the United States.  
Unfair competition is a creature of state law in the United States.  This is because a cause of 
action for unfair competition existed in England before the establishment of the United States in 
1789.  Therefore, most of the 50 states have their own unfair competition statutes and common 
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law in that field, although, in their content and application, such state laws are fundamentally 
equivalent to the federal unfair competition law.

Federal Unfair Competition. The federal law cited by judges and attorneys in the 
United States when referring to “unfair competition” is Section 43(a) of the Federal Trademark 
Act of 1946.  Section 43(a) provides:

(a) Civil action 

(1) Any person who, on or in connection with any goods or services, or any 
container for goods, uses in commerce any word, term, name, symbol, or 
device, or any combination thereof, or any false designation of origin, 
false or misleading description of fact, or false or misleading 
representation of fact, which—  

(A) is likely to cause confusion, or to cause mistake, or to deceive as 
to the affiliation, connection, or association of such person with 
another person, or as to the origin, sponsorship, or approval of his 
or her goods, services, or commercial activities by another person, 
or

(B) in commercial advertising or promotion, misrepresents the nature, 
characteristics, qualities, or geographic origin of his or her or 
another person’s goods, services, or commercial activities,  

shall be liable in a civil action by any person who believes that he or she is or is 
likely to be damaged by such act. 

*   *   *

(3) In a civil action for trade dress infringement under this chapter for trade 
dress not registered on the principal register, the person who asserts 
trade dress protection has the burden of proving that the matter sought to 
be protected is not functional.  

15 U.S.C. § 1125(a). 

Section 43(b) of the Lanham Act, 15 U.S.C. § 1125(b), forbids the importation of goods 
marketed or labeled in contravention of Section 43(a); Section 43(c), 15 U.S.C. § 1125(c),  
prohibits dilution of trademarks by blurring and tarnishment; and Section 43(d), 15 U.S.C. § 
1125(d), addresses cyberpiracy and cybersquatting.  

Scope of Federal Unfair Competition Statute.  In all but a small minority of cases, the 
scope of the state unfair competition laws are held to be the equivalent of the federal statute.  
There are, however, acts of unfair competition not embraced by the federal statute.  The most 
famous example is the 1918 Supreme Court case of  International News Service v. Associated 
Press.

In International News Service, two competing news services were in the business of 
reporting on developments in World War I.  Their business depended on getting fast and 
accurate reports published. Following unfavorable reporting on British losses, the defendant’s 
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copyright in a telephone directory, regardless of how much labor or “sweat of the brow” the 
plaintiff had invested in creation of the work, because the telephone directory did not exhibit a 
minimum degree of creativity or originality.  To merit copyright protection, the Court held, the 
compilation of such materials, i.e., databases, are subject to copyright protection only if there is 
a minimum level of originality in the selection or arrangement of the data.  As a result, a cause 
of action for unfair competition under state law analogous to a claim of copyright in a telephone 
directory cannot be alleged in federal court because it is preempted by the U.S. copyright law.  
The defendant’s conduct in such a situation is either federal copyright infringement or it is lawful.  
Such conduct cannot be lawful under the U.S. copyright law but unlawful under a state federal 
unfair competition law.  If Russian jurists find this distinction confusing, they are joined by their 
American counterparts.  The best way to look at it is that the “loophole” for a state unfair 
competition claim that goes beyond Section 43(a) of the Lanham Act under the rule of 
International News Service, but which is not preempted by the U.S. copyright law, is very 
narrow.

Necessary Flexibility in Definition of Unfair Competition.  The leading American 
treatise on trademarks and unfair competition states: 

Can the tort of unfair competition be accurately defined? The simple and honest answer 
to this question is no—not in the abstract. It is no easier and no more productive of 
useful results to define generally the exact limits of unfair competition than it is to define 
the exact limits of what is a “tort” or a “civil wrong.”   On the level of such abstractions, no 
useful purpose is served by struggling for a sweeping definition. 

1 McCarthy on Trademarks and Unfair Competition § 1:8 (4th ed.). 

American courts have had “little success in defining unfair competition in the abstract.”
Id. Sometimes, judges revert to statements such as: “The controlling question … is whether the 
acts complained of are fair or unfair.”  Id. When instructed by his professor to define “unfair 
competition,” a law student responded, “Well, it seems to me that the courts try to stop people 
from playing dirty tricks.”  The professor replied, “One might spend weeks reading cases and 
find many definitions less satisfactory than this.” 

According to McCarthy, “It is as specious to attempt a sweeping, all-inclusive definition 
of ‘unfair competition’ as to try to define the legal term ‘reasonable.’”  The term “unfair 
competition,” as used to describe a generic class of commercial activities, is too abstract and 
subjective when divorced from concrete examples.   The meaning of the term is fluid, having 
been refined on a case-by-case basis in the United States over more than a century by lawyers 
and judges. 

Minimum Level of Fairness.  There is a “minimum level of ‘fairness’” under U.S. law.  
Id. “In other words, it is illegal to compete “too hard.”  Id. However, “the very term used to label 
the whole area— ‘unfair’ competition—reveals the absence of any overall definite standard. The 
word ‘unfair’ is no more precise than many other legal terms whose purpose is to give discretion 
to a judge, such as, for example, ‘reasonable’ or ‘adequate.’”

Flexibility in Defining “Unfair Competition.”  McCarthy states, “No rigid rule can or 
should be laid down as to what conduct will constitute unfair competition.”  Id. In the words of 
one state court:
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[I]t would be impossible to draft in advance detailed plans and specifications of all acts 
and conduct to be prohibited, … since unfair or fraudulent business practices may run 
the gamut of human ingenuity and chicanery. 

Another state court held that a statute forbidding “unfair” business acts or practices 
“establishes only a wide standard to guide courts of equity” because, “given the creative nature 
of the scheming mind,” the legislature concluded that a less inclusive standard would not be 
adequate.

Federal Trade Commission Act of 1914. When it passed the Federal Trade 
Commission Act of 1914, the U.S. Congress expressly considered and rejected a proposal to 
reduce the ambiguity of the phrase “unfair methods of competition” by tying the concept of 
unfairness to enumerated practices.  In rejecting this proposal, Congress stated: 

It is impossible to frame definitions which embrace all unfair practices. There is no limit 
to human inventiveness in this field. Even if all known unfair practices were specifically 
defined and prohibited, it would be at once necessary to begin all over again. If 
Congress were to adopt the method of definition, it would undertake an endless task. 

The Paris Convention. “Unfair competition” has an international dimension. In Article 
10 bis of the Paris Convention, each signatory nation commits itself to the assurance of 
“effective protection against unfair competition,” and defines “unfair competition” as “any act of 
competition contrary to honest practices in industrial or commercial matters.”  The same article 
prohibits three specific types of unfair competition: all acts that create confusion with the 
company, goods or activities of a competitor; false allegations that discredit a competitor; and 
indications that are liable to mislead the public as to things such as the nature or qualities of the 
goods. 

Bad Faith. Some states require a showing of “bad faith” as an essential element of a 
claim for unfair competition. 

Patent Infringement.  Patent infringement is not “unfair competition” under U.S. law.  
The U.S. Court of Appeals for the Federal Circuit – our country’s analogue to the Russian Court 
of Intellectual Property – has held that a claim of infringement of a foreign patent does not 
constitute a claim of “unfair competition” so as to confer subject matter jurisdiction on the federal 
courts within the meaning of 28 U.S.C.A. § 1338(b), stating: 

Unfair competition and patent law have long existed as distinct and independent bodies 
of law, each with different origins and each protecting different rights …. The law of 
unfair competition generally protects consumers and competitors from deceptive or 
unethical conduct in commerce …. Patent law, on the other hand, protects a patent 
owner from the unauthorized use by others of the patented invention, irrespective of 
whether deception or unfairness exists. 

Conclusion. Again let me thank the Court for an opportunity to participate in this 
discussion.  I look forward to answering any questions that the Court may have and to being of 
additional assistance as requested. 
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