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ntellectual property (IP) is the heart of any high-tech company. Maﬁy small and medium-sized enterprises {(SMEs)
have innovative technology that has the potential to be very valuable. Unfortunately, SMEs often find competing with
or building alliances with large enterprises prolific with IP protection difficult such that profitable development and

commercialization of the technology is nearly impossible.

A comprehensive IP porifolio may be used as a tool for effec-
tively competing with or building asscciations with large enter-
ptises in a profitable manner. An IP portfolio may be used to:

* Prevent others from copying or imitating a company’s tech-
nology, products and services;

® Prevent wasteful research and development, e.g., technol-
ogy that can not be protected by IP laws or can not be prac-
ticed without obtaining costly licenses or assignments;

Create brand loyally and recognition;

Negotiate license agreements and business associations;
Obtain financing; and

Increase the overall value of the company.
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Valid and enforceable IP rights

In order to be effective, however, the technology covered by
the P portfolic must confer rights that are legally recognized
and enforceable in a court of law. Therefore, it is imperative to
work with an experienced patent attorney who understands
the commercial and business implications of the technology.
Time and money spent on crealing and maintaining a com-
prehensive IP portfolio should be viewed as an investment.

There are different forms of 1P protection available, including
patenls, trademarks, copyrights, and trade secrets. All the dif-
ferent forms of 1P protection should be considered for each IP
asset of a company.

Patents: A patent may protect a new product, such as a com-
pound or composition, as well as metheds of making the prod-
uct and methods of using the product, for a limited amount of
time. Once the limited period of monopoly ends, the technolo-
gy covered by the patent is usually dedicated to the public.

Trademarks: A trademark indicales a single source for the
goods or services covered by the trademark. If used success-
fully in a marketing campaign, a trademark will help increase
brand recognition and brand loyalty. It should be noted that
the life of a trademark may extend beyond the life of a patent.

Trade secrets: Since many countries do not allow patent pro-
tection for IP assets, such as know-how, trade secret protec-
tion may be more desirable. One should note that a trade
secret may last so long as the trade secret does not become

public. Therefore, a trade secret may extend beyond the life of
a patent.

Copyrights: Advertising and marketing material for products
and services may be protected by copyrights and trademarks.
One should note that copyright and trademark registration is
usually less expensive than obtaining and maintaining patent
protection.

Geographical areas for IP protection

There are different avenues for obtaining IP protection in each
country. Generally, one may seek IP protection in a country
directly. For example, in the case of patents, an inventor or
assignee may apply for protection in the country of citizen-
ship. Alternatively, one may file an international patent appli-
cation under the Patent Cooperation Treaty (PCT application)
and then file national phase applications in member coun-
tries based on the PCT application. Likewise, for trademarks,
one may file for protection directly in the country where the
trademark is being used. Alternatively, one may pursue trade-
mark protection via the Madrid Protocol.

One should discuss the desirable geographical areas for |IP
protection and the best avenues for obtaining such IP protec-
tion that are most compatible with the company’s strategies
and alliances.

IP management

For many entetprises, including large enterprises, poor man-
agement of a company’s IP portfolio results in an enormous
waste of time, rescurces, and money. SMEs can not afford
such waste. Therefore, effective management of an SME'’s IP
portfolio is a necessity.

Effective IP management includes protecting a company’s
technology, trademarks, designs, and copyrighls, as well as
commercializing the technology, maintaining contractual
agreements and business associations involving the IP, and
monitoring and enforcing the company’s IP rights.

Some key first steps for effective IP management include:

¢ |dentifying the company's IP assets that may be protected;

¢ Identifying the forms of |P protection, e.g., patents, trade-
marks, or copyrights, that may be used to protect each IP
assef;

TECH MONITOR # Jul-Aug 2004 67



TechnologyTransfer

Business Coach

® Noting the pros and cons of the forms of IP protection and
the type of prolection conferred;

® |dentifying the geographical areas [P protection should
be sought; '

® Pursue the most suitable and effective IP protection available;

¢ Obtaining agreements with employees/inventors that man-
date that IP created by employeesfinventors be assigned
to the company;

® Implementing protocols for submission of ideas and in-
vention disclosures to the company; and

® Implementing procedures for obtaining IP rights and work-
ing with outside 1P counsel.

IP rights of others

Since most SMEs cannot afford expensive IP infringement
lawsuits, it is important to understand the IP rights of others,
as well as, one’s own IP rights. In order to understand the
scope of IP rights, legal opinions by IP counsel shouid be
obtained. IP counsel rendering the legal opinions should have
significant experience in the given technology. The IP counsel
should have significant experience with the form of IP protec-
tion and be registered to practice such in the given geograph-
ical area. It is also preferred that the IP counsel is outside
counsel, rather than in-house counsef (a company attorney),
such that the opinion may enjoy a greater degree of objectiv-
ity and credibility.

Before investing valuable time and money in a given tech-
nology or pursuing a proposed activity, such as research
and development, licensing, and forming collaborations,
one or more of the following legal apinions should be ob-
tained;

Patentability opinions analyze whether a given invention is
patentable in view of the prior art, which is information that is
publicly known and includes patents, published patent appli-
cations, journal articles, and the like. This type of opinion should
be obtained for determining whether patent protection is pos-
sible and economically feasible.

Freedom-to-operate opinions examine whether a proposed
activity would be free of the IP rights of others. One should
note that in some countries, such as the United Stales, a patent
does not confer the right to practice, but only grants the right to
exclude others. Thus, in these countries, having a patent nei-

ther prevents nor protects one from patent infringement. This
type of opinion should be ebtained before engaging in a cer-
tain activities, such as making products and importing them
into the United States.

Validity and invalidity opinions examine whether certain (P
rights are valid or invalid, and therefore enforceable or unen-
forceable in given geographical areas, such as the United
States. For example, a validity opinion should be obtained to
determine whether one should obtain the patent rights of an-
othér, i.e., obtain the rights 1o make and use the palented
technology by becoming an assignee or licensee of the patent.
An invalidity opinion should be obtained to determine wheth-
er a company would still like to proceed with a proposed ac-
tivity that would likely infringe the IP rights of another.

Nen-infringement and infringement opinions analyze wheth-
er a certain activity would likely infringe certain IP rights, such
as the claims of a given patent. In order to determine whether
to engage in an activity, one should obtain a non-infringe-
ment opinion that evaluates whether or not the proposed ac-
tivity would infringe the IP rights of another. in order to deter-
mine whether to sue another for infringing one’s own 1P rights,
one should obtain an infringement opinion.

It should be noled that a proposed activity may fall within the
scope of IP rights of another, but the claim may be invalid and/or
unenforceable. Thus, an invalidity opinion is often combined
with a freedom-to-operate opinion or non-infringement opinion.

Because intellectual property is the heart of any high tech
company, before significant time and money is invested in the
development and maintenance of IP rights, SMEs should seek
the advice and counsel of an IP attorney — not doing so can
result in the loss of time, money, and valuable IP rights.

Notes: The information provided herein does not constitute
legal advice and must not be used as a substitute for the
counsel and services that you may require from an attorney.

For more information, contact:

Ms. Suzannah K. Sundby, Esq.,

Registered Patent Attorney, Smith, Gambrell & Russel, LLP
1850 M Street, NW # 800, Washington, DC 20036, USA.

Tel: (+1-202) 263 4332. Fax: (+1-202) 263 4352

E-mail: ssundby @sgrlaw.com. 1
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Tech Monitor special themes for 2005

. Jan-Feb Hazardous waste management: Trends and prospects in Asia-Pacific
Mar-Apr Start-up venture opportunities in Asia and the Pacific
May-Jun innovation management by SMEs in a knowledge-driven economy: Strategies and tools
Jul-Aug Nationai R&D networks for technology development; Opportunities for SME participation
Sep-Oct Fusion of modern technologies with traditional technologies to address environmental and social challenges
Nov-Dec Emerging technologies: Strategies for innovation and commercialization

For ‘Guidelines to Authors’, please access:
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